Serial No. 10/781,937 Docket No. KC-OUO 

REMARKS / ARGUMENTS 

Claims 1-3, 5-12, 15-17 and 23-29 are pending in die application. By tiiis Amendment, 
claims 1 and 12 are amended; claims 4, 13, 14 and 18-22 are canceled, and claims 23-29 are 
added. Reconsideration and withdrawal of the rejections in view of die foregoing Amendments 
and the following remarks is respectfully requested. 

The Office Action asserts a Restriction Requirement. During a November 8, 2005 
telephone conference with the Examiner, the Applicant provisionally elected Group I, claims 1- 
11 and 15-17. Applicant hereby confirms the election of Group I, claims 1-11 and 15-17. By 
this Amendment, the non-elected claims are canceled. Note tiaat claim 12, which was previously 
a part of non-elected Group II, has been amended to become a part of elected Group I. As a 
result, claim 12 has not been canceled. 

The Office Action also notes that the Information Disclosure Statement filed on June 9, 
2004 failed to include the excerpt from a website relating to a description of Kevlar, Enclosed 
herewith is a new copy of the descriptive materials. Also enclosed herewith is a form PTO-1449 
listing the descriptive materials. The Examiner is requested to initial and return a copy of the 
form PTO-1449 to indicate consideration of the materials. 

The Office Action rejects claim 4 vmder 35 USC § 112, second paragraph. By tiiis 
Amendment, claim 4 has been canceled. Accordingly, it is believed tiiat the rejection is moot. 

The Office Action rejects claims 1, 2, 9, 15 and 16 under 35 USC § 102(b) over Ell (U.S. 
Patent No. 3, 251,919). Because Ell fails to disclose or suggest all the features of tiiese claims, 
the rejection is respectfully traversed. 
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EU discloses a method of molding plastic paraffin scraper blades onto a sucker rod which 
is used in a completed and producing oil well. In the EU method, a metaUic sucker rod is 
inserted intoamold, and plastic paraffin scraperblades are injectionmolded onto the metal rod. 

Examples of different shapes for the scraper blades are shown in Figures 3a-ll of EU. 

In contrast, claim 1 recites a downhole tool for conditioning a casing or liner waU. Claim 
1 recites a substantiaUy cylindrical body connectible in a work string, a sleeve located around the 
body, and one or more blades located on the sleeve. Claim 1 further recites that each blade has a 
circular peripheral edge distal to the sleeve and that each blade is manufactured from a 
composite material which comprises a polymetric fiber. 

The downhole told recited in claim 1 is used in a considerably different environment than 
the sucker rod disclosed in the EU reference. The downhole tool of claim 1 must be connectable 
to a work string. As is understood by those of ordinary skiU in this art, a work string is a Hne or 
tubular run that extends downhole and that includes one or more tools for performing specific 
work operations on a weU bore or casing. For instance, a work string could include a driUing 
tool for fomungaweU,oracleaningtoolforcleaninganewly formed weUbore. As disclosed in 

the present appUcation, and as shown in Figures la and lb, the cyUndrical body 12 includes a 
threaded portion 1 8 and a box section 22 which aUows the cylindrical body to be connected to a 

mandril in a work string. 

As noted above, the sucker rods in tiie EU reference are used in a producing oU weU. As 
such, they are not used as a tool in a work string, nor are tiiey configured to be attached to a 
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wod=s»>g. Because claUnUedtesU.tAecyU„drica.bodyUco™.ec.b.c.oawork^^^ 

respectfuUy subnutted that the EU teference does not antidpaK daim 1. 

I„addi«on.dau„l«dtesthateachofthe blades hasadrculatpetiphe^ledge distal to 

U,esleeve.E.a.plesoftbeclait„edbladesa«dea.lyshowninFi^slba„d2bof.hepte.e„t 
applicauon. Each of the blades is a dtculax disk shaped blade «th an aperture cut through 4e 
center of the disc so that the blade can be fitted around the cylindrical body. In contrast, in the 
EU.eference,noneofthescrapcrbiadesa„dr^,nordod,eyhaveadrcularpe„pheraledge. 

Porallthereasonsgivenabove.ttis respectfully subtnitted that claimlisallowableover 

EU. Claims 2 and 9 depend fron> claim 1 and are aUowable for at least the san>e reasons. 

Clai„> 15 redtes a medtod of conditioning a casing or Uner in a weU bore. Claim 15 
redtes locating on a wk str.^ a btade having a drcular peripheral edge and made form a 
composite mat«ial which comprise a polymetdc fiber. As noted above, the EU reference does 
not disclose or suggest locating such a blade on a work string. The sucker rods in d,e Ell 
.eference cannot be connected to a work string. In addition, the EU reference does no, d.sclose 
*euscofabladehavingad^peripheraledge.Accordt„gly,.t.srespectfcUysubmi.ted*a. 

claim 15 is also aUowable over EIL Claim 16 depends ftom daim 15 and is aUowable for the 

same reasons. 

I„ view of *e foregotng. wthdrawa. of the r^ection of claims 1, 2. 9. 15 and 16 is 

respectfully requested. 

Tl.e Office Action rejects cla»,s 8 and 10 under 35 USC § 103(a) over EU. in «ew of 
Evans (U.S. Patent No. 6.312.637). The rejection is respectfially traver^d. 
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Claims 8 and 10 depend from claim 1 and include all the features of claim 1. As noted 
above, Ell fails to disclose or suggest all the features of claim 1. The Evans reference fails to 
cure these deficiencies of Ell. SpecificaUy, Evans also fails to disclose or suggest a downhole 
tool which is connectable in a work string which includes blades having a circular peripheral 
edge. Accordingly, withdrawal of the rejection of claims 8 and 10 is respectfully requested. 

The Office Action indicates that claims 3-7, 11 and 17 contain allowable subject matter. 
Indication of allowable subject matter is acknowledged with appreciation. For the reasons 
discussed above, AppUcant respectfully declines to rewrite tixese claims in independent form at 
the present time. 

By this Amendment, claims 23-29 are added to tht appHcation. Claims 23-26 depend 
fromclaiml. Claims 27-29 depend from claim 15. It is respectfiJly submitted that these claims 
are aUowable for reasons similar to those discussed above. 

rONCLUSION 

In view of the foregoing amendments and remarks, it is respectfiJIy submitted tiiat the 
appHcation is in condition for aUowance. If the Examiner beUeves that any additional changes 
would place die appUcation in better condition for allowance, the Examiner is invited to contact 
die undersigned at die telephone number Hsted below. 

To die extent necessary, a petition for an extension of time under 37 C.F.R. 1.136 is 
hereby made. Please charge any shortage in fees due in connection with the filing of tins. 
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concurrent and future replies, including extension of time fees, to Deposit Account 16-0607 and 
please credit any excess fees to such deposit account 



Enclosures: PTO-1449 

(1) Reference 

P.O. Box 221200 
Chantilly, Virginia 20153-1200 
(703) 766-3701 jcE/krf 
Date: May 30, 2006 

Please direct all correspondence to Customer Number 34610 



Respectfully submitted, 
FLESHNER & KIM, LLP 




John C. Eisenhart 
Registration No. 38,128 
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